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DETAILED ACTION 

1. Acknowledgement is made for the request to establish continued prosecution application 
(RCE) filed on August 4, 2004. The request for RCE is accepted and is established with the 
status of the application as follows: 

a. the filling date of this RCE is established as July 3, 2001; 

b. Claims 1-15, 78-84 are pending. Claims 16-77 are cancelled. Claims 1, 7, 78 are amended. 

2. Applicants' response to the earlier office action filed on August 4, 2004 is entered and 
reconsidered. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-15, 78-84 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The instant claims 1, 7 and 78 recite " attachment of label 
monomers of said unique labels to nucleotides in a 1 :1 correspondence". The meets and bounds 
of the claims is unclear and indefinite because it is not clear whether each nucleotide in a nucleic 
acid molecule is labeled with a unique label or a unique label is attached to a nucleotide in a 
nucleic acid molecule comprising several nucleotides. The Fig. 1 of the instant specification 
discloses that a unique label is attached to a stretch of nucleotides and it is not clear whether the 
label is confined to a single nucleotides are several nucleotides together. 

Claim Rejections - 35 USC § 102 
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4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States, 
(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIP A) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

A. Claim 1, 3-4, 6-7, 10,12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Luehrsen et al (J Histochem Cytochem., Vol. 48(1), pp. 133-145, January, 2000). 

Luehrsen et al. teach a diverse population of labels of claim 1 and 7, comprising about 
thirty or more unique labels (16-64 labels), wherein each of said unique label is bound to a 
nucleic acid molecule or nucleic acid probe (see page 133, summary, page 134, col. 1, paragraph 
3, col. 2, paragraph 2 under materials and methods section) by attachment of label monomers 
(happens) of unique labels to nucleotides in a 1 : 1 correspondence (each label is attached to a 
nucleotide of said nucleic acid molecule, indicating 1:1 correspondence). 
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With regard to claims 3-4, 6, 10, 12, Luehrsen et al. teach said diverse population comprises 
unique labels selected from 40-60 labels which are selected from biotin, digoxigenin or 
fluorescein labels (see page 133, summary, page 137, col. 2, lines 12-22). 

Thus the disclosure of Luehrsen et al. meets the limitations in the instant claims, 
b. Claim 1-10, 12-15, 78-84 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Mirkin et al. (USPN. 6,361,944). 

Mirkin et al. teach claim 1, 7, 83, a diverse population of labels, or labeled probes and kit 
comprising the said labels, comprising at least two unique labels (nanoparticle labeled with 
fluorescent labels) (at least two indicates more labels) (see col. 15, line 7-15, Figs. 17A-E, col. 
28, lines 20-34, col. 29, lines 3-60), wherein each said unique label is bound to a nucleic acid 
molecule (oligomer) by attachment of label monomers of said labels to nucleotides in 1 :1 
correspondence (see Fig. 17A-C); 

With regard to claim 2, 8, Mirkin et al. teach said unique label comprise about same unit 
signal (color intensity) or multiple signal intensities (see col. 16, line 64-67, col. 17, line 1-7); 

With regard to claim 3, 9, Mirkin et al. teach that said unique labels comprise mixture of 
two or more different labels (see col. 22, lines 40-45, col. 29, line 3-60); 

With regard to claim 4-5, 10, 81, 84, Mirkin et al. teach said unique labels comprise at 
least two types of labels, (which indicates two or more labels - could be about 40 or more) (see 
col. 16, line 64-67, col 17, line 1-7); 

With regard to claim 6, 12, 82, Mirkin et al. teach that said labels comprise fluorescent 
labels (see col. 29, line 3-60); 
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With regard to claims 7, 13, Mirkin et al. teach a diverse population of unique probes 
comprising target specific nucleic acid probes and each probe is attached to a unique label (see 
col. 28, lines 20-34, Fig. 24, col. 15, line 50-59); 

With regard to claim 14, Mirkin et al. teach that the method comprises two types of 
nucleic acids abound to unique labels (see col.9, lines 45-55, col. 27, lines 22-57); 

With regard to claim 15, 79-80, Mirkin et al. teach that divers population further 
comprises a specifier (universal probe), a dendrimer or a genedigit (see Fig. 25B, col. 15, line 
60-65, col. col 40, lines 52-65, col. 28, lines 55-67); 

With regard to claim 78, Mirkin et al. teach a kit comprising a set of genedigits 
(oligomers) and a unique set of labels bound to a nucleic acid (see col. 38, lines 14-23). 

Thus the disclosure of Mirkin et al. meets the limitations in the instant claims. 
B. Claim 1, 4, 6, 10-1 1 are rejected under 35 U.S.C. 102(e) as being anticipated by Krantz 
et al. (USPN. 6,277,583). 

Krantz et al. teach a diverse population of labels of claim 1, comprising one or more 
unique labels (affinity labels), wherein each unique label monomer is bound to a nucleotide of a 
nucleic acid molecule (oligomer) (see col. 4, lines 3-7, line 59-65); 

With regard to claim 4, 10-1 1, unique labels having diversity selected from a group 
consisting of at least about 100 to 10,000 or more members (see col. 6, line 46-50); 

With regard to claim 6, the labels are fluorescent (see col. 9, line 43-50). 

Thus the disclosure of Krantz et al. meets the limitations in the instant claims. 

Conclusion 

No claims are allowable. 
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Any inquiry concerning this communication or earlier communications from the 


examiner should be directed to Suryaprabha Chunduru whose telephone number is 571-272- 
0783. The examiner can normally be reached on 8.30A.M. - 4.30P.M, Mon - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 571-272-0782 . The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9306 for regular 
communications and - for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0196. 


Suryaprabha Chunduru 
August 19, 2004 
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PRIMARY EXAMINER 


